Doc Code; AP.PRE.REQ 

Uiwert'he Paperwork Reduction Act Of 1SSS, 



PTO/SB/SS {07-05} 
Approved for use -through xx/>:x/200x. .OMB G6S1-00» 
U,S. PatenlarKjTraderoark-Qffi.ee; U.S. DEPARTMENT OF COMMERCE 
> a collection ot information uniess it displays a valid OMB- control rt umber 



PRE-APPEAL BRIEF REQUEST FOR REVIEW 



Docket Number i Optional) 

35512-56 



1 hereby certify fhaf this correspondence rs being deposited with [he 
United States Posts! Service with sufficient postage as first class mail 
in an envelope addressed to "Mail Stop AF. Commissioner for 
Patents,. P.O. Sox 1450, Alexandria, VA 2231 3-1450" [37 CFR 1.8(a)] 
an May 3, 20Q6 

Signature ( . .J"Jcl-&-n a^i i 


Application Number 
09/692,748 


Filed 

October 19, 2000 


First Named Inventor 

M, Chapman Find-lay Hi 


,/ 


Art Unit 






Typed Or printed 


3628 


Nguyen, Nga B. 


name Jennifer Gaines 









Applicant requests review of the final rejection in the above-identified application. No amendments are being filed 
with this request. 



This request is being filed with a notice of appeal 



The review is requested for the reason(s) stated on the attached sheet(s) 
Note: No mors than five (5.) pages may be provided. 



i am the 

Q applisaoyitwentor, 

O assignee of record of tile entire interest 

See 37 CFR 3.71. Statement under 37 CFR 3.73(b) is enclosed. 
(Form PTO/S8/&6) 

£§1 attorn ey o r agen j of record . 

Registration 1 mimfcer 41^338 



0 



Y f ' Signature 
ii 

Joseph G. Swan 



Typed or printed name 



(310) 3 12-3188 



Telephone number 



Q attorney or agent acting under 37 -CFR 1.34, 
Registration number if acting under 37 GFR 1 .34 _ 



NOTE: Signatures of ail the inventors or assignees of record of the entire interest or their representatives) are required. 
Submit multiple forms if more thran en<3 aicinalurs is requires, see beiow x . 



D "Total cf forms are submitted 



This, collection ot information is required by 3:5 U.S.C. 1 32. The information is required to obtain of retain a benefit by the public which is to Me (and by the .USPTO 
so-process) an application. Coritidenttattiv 53 governed t*v 35 U.S.C. 1-22 and 37 CFR % 1 i. 1 :14 and 41.6. Tiiiscc-iiection is estrmateci SO.-iait-e 12 miriutes. m 
complete. mt%rtm gathering, pieparmg. and submitting the completed application ma to the 0SPTO- Time viill vary depending upon the individual case. Aw 
comments en She: a mount of time you require io complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, 
U.S. .Patent and Trademark Office. U.S. Department. of Commerce, P.O.- Box 1450. Alexandria, VA 22313-1450 DO NOT SEND FSE8 OR COMPLETED 
fOPMS TO THIS ADDRESS. SEND TO; Mai) Stop AF, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 



If you imtl asa'sfsnce in completing ms form, cat) f-W8-PTO~91W ana settee! option 2. 



Amflfisan UgiWet, inc. 



Serial No. 09/692/748 



Docket No. 35512-56 



Appellants' Pre~AppeaI Conference Remarks 
L hi m:> 1-35 are pending in the applieasion. with claims 1,31 and 32 being the 
independent claims. A3! claims stand rejected under 35 [NO § lQ3{a) over I IS. Patent 
0-081. 2 i I ttMto). 

The piesent invention concerns improved techniques tor forecasting the direction in 
which the price of an asset (e.g.. a share of stock) will move. The following is a general 
description of the invention. Initially, a set of exogenous enables (e.g.. interest rale, 
ujwmpiouuetit rate and the piice of a particular commodity) that are hkely ro influence obscrxed 
prices of the asset are identified te.g . using stepwise regression l-t a statistical clustering 
technique). Next, a prediction formula is generated {e.g.. using a statistical regression technique 
or a neural ncmod technique) based on historical values for the exogenous variables and the 
asset value. 1 hat formula is then calculated using an input set of ohscn ed values for the 
Lxngenouc* variables at a gi\ en point in time, so as m obtain a price estimate for the asset at that 
ghen point in time. Finally, a determination is made as to how similar or dissiniilai the actual 
asset \ alue is to the predicted value (e.g.. using a difference or a ralioV and a direction in which 
the asset price will mn\e is forecast based on The determined similarity measure. See, e.g., page 
4 line IT ihromjh page 13 line 25 and Figure 1 of the Specification. 

H> appropr ; atel\ selecting the exogenous variables in the technique of the present 
invention, desired components nf historical!) observed asset price mowments often can be 
separated out and used for price forecasting. See. e.g.. page 4 lines 3-5 of the Specification. For 
example, by selecting exogenous variables that re Meet only non-assei-specific. hut otherwise 
fairly comprehend e, market information, ihe similarity measure generally can be constructed so 
as to provide a good indication of how the market has responded to changes in asset-specific 
inioimation (e.g.. news of a new product rclui^ ). Based on this information, an investor ma\ be 
able to determine whether the market has responded appropriate!}- and. correspondingly, whether 
the asset appeals to he over-\ allied or undcr-\ alued. See. e g., page 4 lines 5-16 of the 
Specification. 

Thus, independent claims U 31 and 32 are directed toward forecasting the direction in 
which the price of an asset will move. Initially, a group ->f exogenous variables thai are likely to 
influence observed prices of the asset is tdennHed. i hstoricai data for values oi such exogenous 
variables and historical data for the onsen ed prices of the asset o\cr a period of time aie 
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processed to obtain a formula il>r calculating price estimates ibi the asset as a function of the 
exogenous variables. That formula is then calculated using an input set of observed values for 
the exogenous variables at a given point in time, .so as to obtain a price estimate for the asset at 
such given point in time. Next, a similarity measure is determined by comparing the price 
estimate for the asset at the given point in lime to the observed price for the asset at the same 
given point in time, finally, a direction in which the observed price ot the asset will move is 
fojeeast based on (Ik determined similathy measure. 

1 he foregoing combination ol features is not disclosed or suggested by the applied arl. In 
fact, Gatte does not disclose or suggest mam of the features or limitations recited in the present 
claims, 1 his kt because Gatto is directed to an entirely diffeient problem than is addressed by the 
present invention. See, e.g.. page 4 of the present O-Tkc Action dated february 7, 2006. (the 
"'Current Office Action"), in which even the Examiner acknowledges that Gutlo uses an entirely 
different approach than that of the present invention. 

As noted above, the present invention provides an indication as to whether a given asset 
price will mo\ e up or down Generally speaking, this is accomplished by comparing an actually 
obsened asset price to what would have been predicted based on a group of exogenous variables 
that are lil.elv to influence the observed price of the asset. 

Gatto, on the other hand, provides a computer-implemented tool that assists a user in 
evaluating the peiforrnanee^ of security analysts and in determining an optimal combination of 
the analysts' estimates. See, e.g , Gatu/s Abstraei and column 8 lines 52-54 of Gatto's 
disclosure The apparent goals of Gatto's tool are to help a user: (i) identify how certain factors 
pertaining to an estimate or to the analyst who made the estimate affect the accuracy of the 
estimate; and then Hi) manual!} assign corrections and weights based on that information, in 
order to pi educe a ptediction model. The resulting model can then be used to combine future 
estimates to produce a composite {hopefullv optimal) forecast. 

In other words. Gatto is concerned with providing tools to assist in better combining 
fojecasts related to an identified security. By comparison as will become clear in the discussion 
below, the present invention primarily is concerned with how the market is pricing an asset and. 
in particular, focuses on the component of the asset's market pi ice that results after separating 
out the influence 6 ! caused bv factors that are reflected by certain selected exogenous variables. 
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These genera! differences between the present invention and Gatto manifest themseh es. for 
example, in the following speeilk distinctions. 

Hrst. the present claims recite the identifieati on and ifse of "a group of exogenous 
variables that arc likely to influence observed prices of an asset." Sec, e.g., page 4 lines 10-20 of 
the Specification. Lxamples include macroeconomie variables, such at* inters rate, 
unemployment rate, housing starts or current's exchange rate. See, e.g., page 5 lines 5-8 of the 
Specification and U.S. Paten? 6.007.403 fine '403 patent), which is incorporated by reference in 
the present application. 

The bxaminer. citing column 19 lines 3 of Gatto. apparently asserts that Canto's 
auahsi estimate factors correspond lo this feature of the invention. As described in Gatto. e.g.. 
at column 1'* lines 24-29. such factors include: accuracy all-star rating, hrokei list, experience, 
estimate age. and other factors, attributes or performance monies. 

Rather than themselves actually being "likel> to influence ob c er\ ed prices" of any assets, 
as presently recited. Gauo's analyst/estimate factors only appear to relate to certain 
characteristics of estimates ( e.g., their ages) or the analysts who hixs e made ihein (e.g.. prc\ urns 
accuracy, experience, recognition in the industry'). Aectudingly, eontran to the r-xaminer'* 
assertion, the present invention's exogenous variables in fact are siguitkamh different than (he 
anaiss! estimate factors used by Gatto. 

Second, even if one weie to attempt to read die present') recited term "exogenous 
variables" 1 on Gatto 's factors identified above, as is asserted h> the Kxamsner, many of the 
limitations of the present claims still would be neither disclosed nor suggested b> Gatto. 

for example, historical values for Gatu/s analyst' estimate factors are not processed in 
order to obtain a lormula for calculating price estimates for an asset as a function of such factors 
(as m the present claims). Rather, as explained in column 19 of Gatto, Gatto's analyst/estimate 
factors, as well as the N-scores and weights assigned to such factors, are simply selected b> the 
usct, in the user's own discretion, in ordei to create a model thai will be used to produce a {again, 
hopciulh optimal t combination, of the auahsts' forecasts. 

The Kxaroiuer cites column 1 i lines 10-52 of Gatto as purported!) disclosing the feature 
ol processing historical \aiues lor Gattt-% anah st estimate factors in order to obtain a form [da 
fur calculating price estimates for an asset as ,i function of such factors. Howeser, that portion of 
Gatto instead merely describes an aspect of Gatto' s software lon[ that permits ;i user k> toggle 
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hack find forth between disp!a)s of historical stock data, analysts 1 estimates with respect to such 
stocks, and the prices that would have been predicted by user-specified models, all over the same 
selected period of time. As result, a user is able to visually compare historical data on the one 
hand against analyst and model estimates on the other. Howeser. the cited portion of Gatlo sa}$ 
nothing at all about processing historical data for Gntto's anahst'estimate factors in order to 
obta i n a for nau la that js a June don o fst ich anaivstA?M thuatc factors . 

1 hird. each of the present claims recites the feature of calculating the formula, which is a 
function of the exogenous variables and which has been obtained by processing historical data 
\;ducs of such exogenous variables, using an input set of obsened values for the exogenous 
variables to obtain a price estimate lor the asset. Che bxaminer cites column i 1 line 62 through 
column 12 Hue 3" and column 24 lines 17-27 of Gatto as purportedly showing this feature of the 
invention. However, column i 1 line (>2 through column 12 line 37 appears merely to discuss 
(iatto's user inteiface for viewing historical data. Column 24 lines 1 7-27 appeals merely to 
discuss the testing of a selected model b\ running it against historical data. Neither portion says 
an\ thing at aii (i) about a mode! having (he characteristics mentioned above or (ii) about running 
a mode! using as inputs any of Gallons analyst/estimate factors (which factors the l:\aminer 
asset is correspond to the present invention's exogenous \ aria hits). 

Fourth, each of the present claims recites the determination of a similarity measure by 
comparing the price estimate calculated using the formula referenced above with an actually 
observ ed p rice foi the asocl. fhe portions of Gatto cited in the Cm rem Office Action as 
alleged!) showing this feature of die invention are as follows. Column 1 1 lines 45-52 generally 
discusses the selection and use of a model, togethet with \isuulh comparing estimate-* from the 
mode! to a concensus estimate or other source. Column 12 lines 37-45 genera li) discusses the 
selection of a model and the use of such a model in create an enhanced composite estimate from 
individual analyst estimate data, as well as the c\ ablation of the selected mode! by comparing its 
results against those of selected analysts consensus and other estimates. Column 2.f> lines 30-35 
discusses testing a selected model against historical data and comparing its accuracy with that of 
a consensus forecast. '! hus, none of these provisions mentions or even remotely suggests: {i) 
obtaining a price estimate using a formula as presently recited, or <ii) determining a similarity 
measure by comparing such a price estimate with an actually obse rved price for the asset. As to 
the latter feature, it is nuted that even the Examiner only asserts {at the top of page 4 of the 



Page 4 of 5 



Serial No. 00,092,748 



Docket No. 35512-56 



Current Office Action) thai Gaito allows the user to compare the results of the selected model to 
other estimates, rather than any actually obsen ed price. 

hi fib. each of the present claims recites thai a direction in which the observed price of the 
asset will mme is forecast based on the simiianty measure, which has been determined as set 
forth abo\e. In the Current Oiiiee Action, the Examiner cues column 18 lines 55-60 as showing 
this feature of" the invention. However, that portion of Gatto on I) discusses comparing an 
enhanced composite estimate to a consensus estimate and therefore has nothing to do with the 
presently claimed similarity measure, which as noted above is based on a comparison of a 
particular price estimate (calculated using the formula referenced above) with an actually 
observed price for the asset. 

As noted above, the.se significant specific differences buween Gatto and the present 
claims resulting reetally from the fact that Gatto concerns an entirely different problem and 
empio} s un entirely different approach than the present im cmion Both the general and specific 
dtiferences between the present invention and Gatto require the conclusion that independent 
churns 1,31 and 32 could not possibly have been obvious m view of Gatto. 

AeeoidingK, independent claims 1, V and 32. together wilh their dependent claims, arc 
belies cd to be allowable o\er the applied art. 
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